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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-8 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Nowhere in the original specification, 
Applicant described an inner later regions embedded with a particulate additive. 

Claim Interpretation 

In the event that Applicant asserts that the amended limitation in claims 1 and 8 is 
supported by the original disclosure, Examiner relies on following interpretation. The 
term "embedded" is also defined as "surrounded tightly or firmly"; "incorporated or 
contained as an integral part of surrounding mass" (dictionary.com). In accordance with 
broadest reasonable interpretation, the phrase "embedded with a particulate additive" is 
taken as "incorporating or containing a particulate additive". 



Claim Rejections - 35 USC § 103 
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The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1 . Claims 1, 4, and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gormon et al. (US 3248515) in view of Inoue etal. (US 6079243). 

a. Regarding claim 1 , Gormon et al. discloses a filler wire guide tube, a 
base material of the guide tube being plastic, including an inner layer region 14 
and an outer metal layer region 16 (casing) [col. 4, lines 49-75]. Gormon does 
not teach the inner region embedded with particulate additive of PTFE and the 
outer layer region not being blended with the additive. Inoue et al. ("Inoue") is 
drawn to producing lubricated welding wire for smooth feeding through conduit 
tubes during welding operation [col. 1, lines 5-8; claim 1]. Inoue discloses that it 
is known to apply lubricants such as MoS 2 to the liner of conduit tube in order to 
reduce the feeding resistance of wires. Moreover, Inoue discloses application of 
additional lubricants on the wire surface [col. 1, lines 55-58]. In particular, Inoue 
discloses powder lubricants (i.e. particulate) composed of a mixture of graphite, 
PTFE, potassium soap, talc, wax, MoS 2 , etc. [col. 7, lines 5-8]. It would have 
been obvious to a person of ordinary skill in the art at the time of the invention to 
apply the lubricating particles of Inoue to the inner plastic tubing layer of Gormon 
because it would reduce the feeding resistance between the wire surface and the 
guide tube during the welding operation [Inoue- col. 1 , line 56]. In view of the 
broadest reasonable interpretation explained above, it is the Examiner's position 
that the inner layer region of Gormon (liner + lubricating particles incorporated 
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therein) meets the limitation "an inner layer region embedded with a particulate 
additive." 

b. As to claim 4, Gormon et al. discloses the thickness of inner layer being 
about the same as the wire diameter [col. 6, lines 35-37], which is 0.02" - about 
500 micron. Moreover, it would have been obvious to an artisan of ordinary skill 
at the time of invention to choose the instantly claimed range (0.2 mm-0.5 mm) 
for the intended purpose of guiding a filler wire through process optimization, 
since it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art [MPEP 2144.05]. 

c. As to claim 6, Gormon et al. teaches guide wire tube having an inner 
diameter of 0.052" (1 .3 mm; column 5), which meets the limitation of an inner 
diameter of about 2-4 mm. As for an outer diameter, Gormon discloses spacer 
rings 24 of a diameter much greater than that of a wire- which could be 0.1 25"- 
3.17 mm [col. 5, lines 34-36]. The casing (i.e. outer layer) is naturally of a larger 
diameter than the spacer rings [fig. 8]- greater than 3.17 mm, and thus, it meets 
the limitation of an outer diameter of about 4-7 mm. Moreover, it would have 
been obvious for an artisan of ordinary skill at the time of invention to choose the 
instantly claimed range of inner and outer diameter for the intended purpose of 
guiding a filler wire through process optimization, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering 
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the optimum or workable ranges involves only routine skill in the art [MPEP 
2144.05]. 

d. As to claim 7, Inoue discloses the particulate composition including 
molybdenum sulfide [col. 1, line 57]. 

e. Regarding claim 8, Gormon et al. discloses a filler wire guide tube, 
including an inner layer region 14 containing Teflon (PTFE) and an outer metal 
layer region 16 being not blended with the additive [col. 4, lines 49-75]. Gormon 
does not teach inner region containing particulate additive of PTFE. Inoue is 
drawn to producing lubricated welding wire for smooth feeding through conduit 
tubes during welding operation [col. 1, lines 5-8; claim 1]. Inoue discloses that it 
is known to apply lubricants such as MoS 2 to the liner of conduit tube in order to 
reduce the feeding resistance of wires. Moreover, Inoue discloses application of 
additional lubricants on the wire surface [col. 1, lines 55-58]. In particular, Inoue 
discloses powder lubricants (i.e. particulate) composed of a mixture of graphite, 
PTFE, potassium soap, talc, wax, M0S2, etc. [col. 7, lines 5-8]. It would have 
been obvious to a person of ordinary skill in the art at the time of the invention to 
form the inner plastic tubing layer of Gormon using lubricating particles 
suggested by Inoue because it would reduce the feeding resistance between the 
wire surface and the guide tube during welding operation [Inoue- col. 1 , line 56]. 
In view of the broadest reasonable interpretation explained above, it is the 
Examiner's position that the inner layer region of Gormon (liner + lubricating 
particles incorporated therein) meets the limitation "an inner layer region 
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embedded with a particulate additive." The presence of PTFE in the inner layer 
inherently reduces accumulation of debris and fouling and an outer metal layer of 
Gormon provides structural stiffness. 
2. Claims 2-3 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Gormon et al. (US 3248515) in view of Inoue et al. (US 6079243) as applied to 
claim 1 above, and further in view of Jamison (CRC Handbook of Lubrication and 
Triboloav, 1994). 

f. As to claims 2-3, Gormon or Inoue does not disclose the additive 
composition including particulate silicon or the claimed ranges of PTFE and 
silicon. However, Jamison (CRC Handbook of Lubrication and Tribology, 1994) 
discloses various tribological plastics formulated with internal lubricating additives 
(pg. 131). Jamison discloses Nylon 6/6 (PA) material comprising 18% PTFE and 
2% silicon (Table 6). Jamison further states: "Other additives, notably PTFE, 
molybdenum disulfide, and graphite powders, and silicon and mineral oils 
decrease friction and wear" (pg. 134, para. 3). In view of Jamison, absent any 
showing of unexpected result, the recited composition would have been obvious 
to an artisan of ordinary skill at the time of the invention because one would have 
determined, by routine experimentation, appropriate amounts of additives in 
order to form a guide tube having the desired antifriction characteristics. 

g. As to claim 5, Gormon discloses the liner formed by a tube of nylon, 
Teflon®, or other antifriction plastic having a low coefficient of friction with 
respect to the wire W passing therethrough [col. 4, line 54]. Jamison discloses 
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using HDPE in liners for cables [pg. 134]. The claim would have been obvious 
because the substituting HDPE of Jamison as the base material in the liner of 
Gormon would have yielded the predictable result of providing improved lubricity 
to a person of ordinary skill in the art at the time of the invention. 

3. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gormon et al. (US 3248515) in view of Johnston (US 3240233), and further in view of 
Ren (US 6086970). 

h. Regarding claim 1, Gormon etal. discloses a filler wire guide tube, a 
base material of the guide tube being plastic, including an inner layer region 14 
and an outer metal layer region 16 (casing) [col. 4, lines 49-75]. Gormon does 
not teach inner region containing particulate additive of PTFE and the outer layer 
region not being blended with the additive. However, providing an additive in or 
on the inner region of wire guide tube is known in the art of welding. Johnston 
discloses applying suitable lubricant to the inner region of guide conduit 49 to 
effectively convey wire 48 during welding [fig. 9]. Johnston is silent as to the 
specific type of lubricant. Ren (drawn to film coated surface guide wire tube) 
discloses extruded tubing having a lubricating PTFE powder, such tubing has an 
enhanced lubricity and collapse strength. Ren provides external lubricant 
comprising PTFE particles to further enhance the lubricity to reduce friction of a 
guide wire within a lumen of tube [abstract; col. 2, lines 25-48; col. 3, lines 3-7]. 
Ren is an analogous art since Ren is concerned with a tube composition 
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providing a strong yet lubricious tube for a guide wire, medical catheters being an 
intended application [col. 1 , lines 7-9]. In view of collective disclosures of 
Gormon, Johnston and Ren, it would have been obvious to a person of ordinary 
skill in the art at the time of the invention to form the inner plastic tubing layer of 
Gormon using lubricating particles suggested by Ren because it would provide 
an enhanced lubricity and collapse strength to a finished tubing of Gormon [col. 
4, lines 12-40]. In view of the broadest reasonable interpretation explained 
above, it is the Examiner's position that the inner layer region of Gormon (liner + 
lubricating particles incorporated therein) meets the limitation "an inner layer 
region embedded with a particulate additive." 

i. As to claim 2, Ren further discloses the use of hard particles such as 
silica , mica, glass bead, talc, and molybdenum disulfide in combination with 
polymers to reduce the sliding friction of the two surfaces (col. 3, lines 30-37). 
Silica (silicon dioxide) particles are taken to be embraced by particulate silicon, 
since it does not positively require the silicon to be an element as opposed to be 
compound. Ren further states: "The addition of hard particles in combination with 
a lubricating solid, such as PTFE, improves lubricity over either compound added 
alone" (col. 3, line 45). It would have been obvious to a person of ordinary skill in 
the art at the time of the invention to form the inner plastic liner of Gormon using 
silica particles of Ren in order to improve the lubricity compared to adding PTFE 
alone [col. 3, lines 43-48]. 
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j. As to claim 3, Ren discloses "PA compound 9" with lubricant composition 
of 3% PTFE and 5% of silica (Table 1 ). Absent any showing of unexpected 
result, the recited composition would have been obvious to an artisan of ordinary 
skill at the time of the invention making the modified plastic tubing of Gormon et 
al, because one would have determined, by routine experimentation, appropriate 
amounts in order to form resultant tubing having the desired characteristics of 
having an enhanced lubricity and collapse strength. 

k. As to claim 4, Gormon et al. discloses the thickness of inner layer being 
about the same as the wire diameter [col. 6, lines 35-37], which is 0.02" - about 
500 micron. Moreover, it would have been obvious to an artisan of ordinary skill 
at the time of invention to choose the instantly claimed range (0.2 mm-0.5 mm) 
for the intended purpose of guiding a filler wire through process optimization, 
since it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art [MPEP 2144.05]. 

I. As to claim 5, Ren discloses that it is known in the art to make the guide 
wire tubes out of HDPE [col. 1 , line 40]. 

m. As to claim 6, Gormon et al. teaches guide wire tube having an inner 
diameter of 0.052" (1 .3 mm; column 5), which meets the limitation of an inner 
diameter of about 2-4 mm. As for an outer diameter, Gormon discloses spacer 
rings 24 of a diameter much greater than that of a wire- which could be 0.125"- 
3.17 mm [col. 5, lines 34-36]. The casing (i.e. outer layer) is naturally of a larger 
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diameter than the spacer rings [fig. 8]- greater than 3.17 mm, and thus, it meets 
the limitation of an outer diameter of about 4-7 mm. Moreover, it would have 
been obvious for an artisan of ordinary skill at the time of invention to choose the 
instantly claimed range of inner and outer diameter for the intended purpose of 
guiding a filler wire through process optimization, since it has been held that 
where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art [MPEP 
2144.05]. 

n. As to claim 7, Ren discloses the particulate composition including 
molybdenum sulfide. 

o. Regarding claim 8, Gormon discloses a filler wire guide tube, including 
an inner layer region 14 containing Teflon (PTFE) and an outer metal layer 
region 16 being not blended with the additive [col. 4, lines 49-75]. Gormon does 
not teach inner region containing particulate additive of PTFE. However, 
providing an additive in or on the inner region of wire guide tube is known in the 
art of welding. Johnston discloses applying suitable lubricant to the inner region 
of guide conduit 49 to effectively convey wire 48 during welding [fig. 9]. Johnston 
is silent as to the specific type of lubricant. Ren (drawn to film coated surface 
guide wire tube) discloses extruded tubing having a lubricating PTFE powder, 
such tubing has an enhanced lubricity and collapse strength. Ren provides 
external lubricant comprising PTFE particles to further enhance the lubricity to 
reduce friction of a guide wire within a lumen of a tubing [abstract; col. 2, lines 
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25-48; col. 3, lines 3-7]. Ren is an analogous art since Ren is concerned with a 
tube composition providing a strong yet lubricious tube for a guide wire, medical 
catheters being an intended application [col. 1, lines 7-9]. In view of collective 
disclosures of Gormon, Johnston and Ren, it would have been obvious to a 
person of ordinary skill in the art at the time of the invention to form the inner 
plastic tubing layer of Gormon using lubricating particles suggested by Ren 
because it would provide an enhanced lubricity and collapse strength to a 
finished tubing of Gormon [col. 4, lines 12-40]. In view of the broadest reasonable 
interpretation explained above, it is the Examiner's position that the inner layer 
region of Gormon (liner + lubricating particles incorporated therein) meets the 
limitation "an inner layer region embedded with a particulate additive." The 
presence of PTFE in the inner layer inherently reduces accumulation of debris 
and fouling and an outer metal layer of Gormon provides structural stiffness. 

Response to Amendment and Arguments 

1 . Applicant's arguments filed 1 0/1 5/08 have been fully considered but they are not 
persuasive. Applicant argues that Inoue reference merely discloses applying powder 
lubricants on the surface, rather than embedding. In response, Examiner contends that 
in accordance with broadest reasonable interpretation above, the inner layer region of 
Gormon (liner + lubricating particles of Inoue incorporated therein) meets the limitation 
"an inner layer region embedded with a particulate additive." Applicant further argues 
that such powder lubricant of Inoue would stay on the surface and no "alloyed" inner 
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composite layer can be formed. In response, it is noted that the features upon which 
applicant relies (i.e. " alloyed " inner composite layer) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. In any event, providing an alloyed inner 
composite layer would have been obvious to one of ordinary skill in the art since Inoue 
discloses that powder lubricants such as PTFE are added to the mixture (comparable to 
alloyed composite). 

2. Applicant argues that Ren reference explicitly teaches that lubricant is formed 
over the external surface of the tube (abstract). Examiner respectfully disagrees. Ren 
discloses the incorporating lubricating material such as PTFE powder into the mixture, 
prior to extrusion of the tube (col. 3, lines 1-5) and thus, the lubricant is formed in inner 
region of the tube. Moreover, Ren was merely applied to show that PTFE powder is 
known lubricant; Johnston was applied to show the known technique of applying 
lubricant to the inner region of the guide tube. 

3. Applicant states that there is not motivation to modify and/or combine the 
teachings of Fontirroche and the Ren references. It appears that "Fontirroche" is a typo 
since no such reference was applied. 

4. Applicant also argues that one skilled in the art would not look to Ren (field of 
medical catheters) to combine with Gormon (field of welding wire). In response to 
applicant's argument that Ren is nonanalogous art, it has been held that a prior art 
reference must either be in the field of applicant's endeavor or, if not, then be 
reasonably pertinent to the particular problem with which the applicant was concerned, 
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in order to be relied upon as a basis for rejection of the claimed invention. In this case, 
Ren is an analogous art since Ren is concerned with a tube composition providing a 
strong yet lubricious tube for a guide wire, medical catheters being an intended 
application [col. 1, lines 7-9]. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Claims 1-8 are rejected. 

The rejections above rely on the references for all the teachings expressed in the 
text of the references and/or one of ordinary skill in the art would have reasonably 
understood from the texts. Only specific portions of the texts have been pointed out to 
emphasize certain aspects of the prior art, however, each reference as a whole should 
be reviewed in responding to the rejection, since other sections of the same reference 
and/or various combinations of the cited references may be relied on in future rejections 
in view of amendments. 
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Applicant is reminded to specifically point out the support for any amendments 
made to the disclosure. See 37 C.F.R. 1.121; 37 C.F.R. Part 41 .37; and MPEP 714.02. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DEVANG PATEL whose telephone number is (571)270- 
3636. The examiner can normally be reached on Monday thru Thursday, 8:00 am to 
5:30 pm, EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jessica Ward can be reached on 571-272-1223. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Devang Patel/ 
Examiner, Art Unit 1793 

/Kiley Stoner/ 

Primary Examiner, Art Unit 1793 



